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Office Action Summary 

— The MAILING DAT^ nfthic r-nmmiini^^ifinn ar,« 


Application No. 

09/820,538 


Applicant(s) 

KALIAETAL 


Examiner 

Lyie A Alexander 


Art Unit 

1743 





Period for Reply tne corresponaence aaaress - 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. ~ 

■ antllx"fm LXth^ fr^rn^^ ""^ ^ ''° may a reply be timely filed 

aner blA (6) MONTHS from the mailing dale of this communlcalion. ' ' j 

" H NO np?i^H w'^"'/ ^'^'"''^■i '""^ ^ ^^P'" « '"i-'imum of thirty (30) days will be considered timelv 

- ^aTrHo md« wH?r.hr.^ w T'J"^ f*^'",'"^ ^^'"^ '^l' "^^'^ ^"^ ^^P'^^ ^IX (6) MONTHS from^he m^li^gd^e of this communication 

r^J i^" extended period for reply will, by statute, cause the application to become ABANDONED (35 U S C S 133^ 

Status 

1)13 Responsive to communication(s) filed on 05 August 2004 . 
2a)ia This action is FINAL. 2b)n This action is non-final. 

3) 0 Since this application is in condition for allowance except for fomial matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte QuayJe, 1 935 CD. 1 1 , 453 O.G. 21 3. 
Disposition of Claims 

4) 13 Clajm(s) 2-22 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) K1 Claim(s) 2-22 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to See 37 CFR 1 121(d) 
IDD The oath or declaration is objected to by the Examiner Note the attached Office Action orfonn PTO-152. 
Priority under 35 U.S.C. § 119 

12)n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f) 
a)n All b)n Some * c)^ None of: 

1 ■□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. 

-3.g Copies of the certified copies of the priority documents hav^ " 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) n Notice of References Cited (PTO-892) 

Notice of Draftsperson's Patent Drawing Review (PTO-948) 
3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 
Paper No(s)/Mail Date . 



4) □ Interview Summary (PTO-413) 

Paper No(s)/Mail Date. 

5) 0 Notice of Informal Patent Application {PTO-152) 

6) □ Other: . 



U.S. Patent and Trade nnark Office 

PTOL-326 (Rev. 1-04) 
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Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 2-22 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
^ applicant regards as the invention. 

The claim makes reference to figures in the drawings and to tables in the 
specification which makes the claims vague and indefinite what Applicants is trying to 
claim. See the below citation from the MPEP concerning these issues. 
21 73.05(s) Reference to Figures or Tables 

Where possible, claims are to be complete in themselves. Incorporation by reference to 
a specific figure or table "is permitted only in exceptional circumstances where there is 
no practical way to define the invention in words and where it is more concise to 
incorporate by reference than duplicating a drawing or table into the claim. Incorporation 
by reference is a necessity doctrine, not for applicant's convenience." Ex parte Fressola, 
27 USPQ2d 1608, 1609 (Bd. Pat. App. & Inter. 1993) (citations omitted). 
Reference characters corresponding to elements recited in the detailed description and 
the drawings may be used in conjunction with the recitation of the same element or 
group of elements in the claims. See MPEP § 608.01 (m). 

Further, even if table 1 was imported from the specification into the claim, 
it is still not clear what physical parameters are intended by the "C" values. The 
specification describes these as various colors where "C 10000" is characterized as 
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"brown" but is silent to any characteristics of the "C" values less than "C10000" except 
that they represent " a particular color range". One having ordinary skill in the art could 
not have ascertained what the particular color range is or even possibly agreed upon 
what is considered "brown" for a value of "C10000". The proposed colors would have 
been better described as absorbance value at a particular wavelength or some other 
objective characteristic that could be readily reproduced and unambiguously recognized 
by one of ordinary skill in the art. As the claims presently stand, in the absence of 
claiming the color chart and clarification of what is intended by the "C" values, one 
having ordinary skill in the art could not make the instant invention. The invention will 
be examined as an optical method for determination of COD using the claimed 
reagents. 

Response to Arguments 

Applicant's arguments filed 8/5/04 have been fully considered but they are not 
fully persuasive. 

Applicant's amendments that specify all of the reactions occur at room 
temperature were sufficient to overcome the art of record. 

The only remaining issues are the 35 USC 1 12 second paragraph. If Applicant 
considers table 1 (a) of claim 2, it appears a "C 1 0000" value in the far left column is 
equated to different color codes and COD valuesr , As noted above itTs not clear how 
one of ordinary skill in the art could make and use the instant claims. Further, the 
MPEP as cited above, strongly dissuades use of figures or tables in the claims. The 
instant claims are further challenging because both figure and tables are in the claims. 
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THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lyie A Alexander whose telephone number is 571-272- 
1254. The examiner can normally be reached on Monday, Wednesday and Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on 571-272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Lyie A Alexander 
Primary Examiner 
Art Unit 1743 



